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Commissioner for Patents Group Art Unit 1635 

POBox 1450 

Alexandria, VA 22313-1450 

Re: U.S. Utility Patent Application 

AppL Na. 09/438,365; Filed: November 12, 1999 
For: New Transfection Reagents 
Inventors: Chu et al 
Our Ref: 0942.4650001/RWE/THN 

Sir: 

Transmitted herewith for appropriate action are the following documents: 



1. 


Seventh Supplemental Information Disclosure Statement; 


2. 


Form PTO-1449 (52 sheets); 


3. 


Copies of one himdred ninety-one (191) cited documents; 


4. 


Eight Supplemental Information Disclosure Statement; 


5. 


Form PTO-1449 (42 sheets); 


6. 


Copies of one himdred sixty-one (161) cited documents; and 


7. 


One (1) return postcard. 



It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time are 
necessary to prevent abandonment of this patent application, then such extensions of time are 
hereby petitioned. 



Sterne. Kessler, Goldstein & Fox p.LLC : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371,2600 f202.371.2540 : www.skgfxom 



Commissioner for Patents 
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The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted. 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Robert W. Esmond 
Attorney for Applicants 
Registration No. 32,893 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Confirmation No. 921 7 

Chue/a/. Art Unit: 1635 

Appl. No. 09/438,365 Examiner: Epps, Janet L. 

Filed: November 12, 1999 Atty. Docket: 0942.4650001/RWE/THN 
For: New Transfection Reagents 

Seventh Supplemental Information Disclosure Statement 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Sir: 

Listed on accompanying Form PTO-1449 are documents that may be considered 
material to the examination of this application, in compliance with the duty of disclosure 
requirements of 37 C.F.R. §§ L56, 1.97 and 1.98. The numbering on this Seventh 
Supplemental Information Disclosure Statement is a continuation of the numbering in 
Applicants* Third Liformation Disclosure Statement filed October 11, 2001, and First 
Supplemental Information Disclosure Statement filed March 16, 2000, in connection with 
the above-captioned application. A copy of each document is also provided. 

In accordance with 37 C.F.R. 1.98(a)(3), Applicants' undersigned representative 
submits the following concise explanation of the relevance of the non-English language 
documents. Documents AN4, A04, AN5, AL6, AL7, AM7, A07, AN8, AOlO, and AT23 
cited on Form PTO-1449: 

Document AN4, EP 0 304 1 11 Bl, is in the German language. The relevance of 
Document AN4 can be ascertained by reference to the English language claims appearing 
therein, and an English language abstract attached as Document AT54; 

Document A04, WO 91/04688 Al, is in the French language. The relevance of 
Document A04 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AR55; 

Document AN5, DD 290 877 A5, is in the German language. An English language 
abstract of document AN5 is attached as Document AS55; 
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Document AL6, WO 92/13570 A2, is in the German language. The relevance of 
Document AL6 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AT55; 

Document AL7, WO 93/07282 Al, is in the German language. The relevance of 
Document AL7 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AR56; 

Document AM7, WO 93/07283 Al, is in the German language. The relevance of 
Document AM7 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AS56; 

Document A07, EP 0 544 292 A2, is in the German language. An English language 
abstract of document A07 is attached as Document AT56; 

Document AN8, WO 94/23751 Al, is in the German language. The relevance of 
Document AN8 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AR57; 

Document AO 10, WO 96/31549 A 1, is in the German language. The relevance of 
Document AO 1 0 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AS57; 

Document AT23, Hetschko, M., and Gosselck, J., "Reaktionen von sulfoniumsalzen 
des 1,3-dithiolansund seiner 2,2-substitutionsprodukte," Tetrahedron Lett. 17:1691-1692, 
(1972), is in the German language. An English language abstract of docimient AT23 is 
attached as Document AS54. 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is not 
in issue. Applicants have listed publication dates on the attached PTO-1449 based on 
information presently available to the undersigned. However, the listed publication dates 
should not be construed as an admission that the information was actually published on the 
date indicated. 

Applicants reserve the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may not 
be prior art, and/or to prove that this information may not be enabling for the teachings 
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purportedly offered. This statement should not be construed as a representation that a search 
has been made, or that information more material to the examination of the present patent 
application does not exist. 

This Seventh Supplemental Information Disclosure Statement is being filed more 
than three months after the U.S. filing date AND after the mailing date of the first Office 
Action on the merits, but before the mailing date of a Final Rejection, or Notice of 
Allowance, or an action that otherwise closes prosecution in the application. 

This Seventh Supplemental hiformation Disclosure Statement is the fourth of five 
Supplemental Information Disclosure Statements filed on the same day. Three of the 
Supplemental Information Disclosure Statements are electronic and two are non-electronic. 
It is believed that only one fee under 37 C.F.R. § 1.1 7(p) is required to cover all 
submissions. That fee is included with the Fourth Supplemental Information Disclosure 
Statement, i.e. the first electronic submission, since it is expected to be processed first. 

Consideration of the cited documents and making the same of record in the 
prosecution of the above-identified application is respectfully requested. The U.S. Patent and 
Trademark Office is hereby authorized to charge any fee deficiency, or credit any 
overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted. 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Robert W. Esmond 
Attorney for Applicants 
Registration No. 32,893 




1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202)371-2600 
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In re application of: 



Chu et al 



m THE UNITED STATES PATENT AND TRADE] 



Confirmation No. 9217 



Art Unit: 



1635 





Filed: November 12, 1999 



Appl.No. 09/438,365 



Examiner: Epps, Janet L. 

Atty. Docket: 0942.4650001/RWE/THN 



For: New Transfection Reagents 



Eighth Supplemental Information Disclosure Statement 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Listed on accompanying Form PTO-1449 are documents that may be considered 
material to the examination of this application, in compliance with the duty of disclosure 
requirements of 37 C.F.R. §§ 1.56, 1.97 and 1,98. The numbering on this Eighth 
Supplemental Information Disclosure Statement is a continuation of the numbering in 
Applicants' Seventh Supplemental Information Disclosure Statement filed herewith in 
connection with the above-captioned application. A copy of each document is also provided. 

In accordance with 37 C.F.R. 1.98(a)(3), Applicants* undersigned representative 
submits the following concise explanation of the relevance of the non-English language 
documents. Documents A012, AN14, AP14, AL15 and AT76 cited on Form PTO-1449: 

Document AO 12, WO 93/08130 A 1, is in the French language. The relevance of 
Document AO 1 2 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AS96; 

Document AN14, DE 44 11 588 CI, is in the German language. An English 
language abstract of document AN 14 is attached as Document AT96; 

Document AP14, DE 44 11 594 CI, is in the German language. An English 
language abstract of document API 4 is attached as Document AR97; 

Document AL15, WO 96/08723 Al, is in the German language. The relevance of 
Document ALl 5 can be ascertained by reference to the English language abstract appearing 
therein, and an English language abstract attached as Document AS97; 



Sir: 
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Docximent AT76, Kondakova, N. V., et al , "Effect of Low-molecular Amines on the 
Confomiation and Stability of the Double Helix," Mol Biol (Mosk.) 9:742-746, (1975), is 
in the Russian language. An English language translation of document AT76 is attached as 
Document AR77. 

The Examiner is referred to the following list of related, co-pending patent 
applications: 

U.S. Patent Application No. 09/266,935, filed March 12, 1999, inventors Li et al, 
submitted herewith as Document AT97; 

U.S. Patent Application No. 09/570,526, filed May 12, 2000, inventors Astatke et 
al, submitted herewith as Document AR98; 

U.S. Patent Application No. 09/608,066, filed June 30, 2000, inventors Astatke et 
al, submitted herewith as Document AS98; 

The identification of these U. S . Patent Applications is not to be construed as a waiver 
of secrecy as to these applications now or upon issuance of the present application as a 
patent. The Examiner is respectfully requested to consider the cited applications and the art 
cited therein during examination. 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is not 
in issue. Although a diligent effort was made, the publication date could not be determined 
for Document AT74. The publisher estimates the publication date to be June 1996. For all 
other documents. Applicants have listed publication dates on the attached PTO-1449 based 
on information presently available to the undersigned. However, the listed publication dates 
should not be construed as an admission that the information was actually published on the 
date indicated. 

Applicants reserve the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may not 
be prior art, and/or to prove that this information may not be enabling for the teachings 
purportedly offered. This statement should not be construed as a representation that a search 
has been made, or that information more material to the examination of the present patent 
application does not exist. 
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This Eighth Supplemental Information Disclosure Statement is being filed more than 
three months after the U.S. filing date A>JD after the mailing date of the first Office Action 
on the merits, but before the mailing date of a Final Rejection, or Notice of Allowance, or 
an action that otherwise closes prosecution in the application. 

This Eighth Supplemental hiformation Disclosure Statement is the fifth of five 
Supplemental Information Disclosure Statements filed on the same day. Three of the 
Supplemental Information Disclosure Statements are electronic and two are non-electronic. 
It is believed that only one fee under 37 C.F.R. § 1.1 7(p) is required to cover all 
submissions. That fee is included with the Fourth Supplemental Information Disclosure 
Statement, i,e. the first electronic submission, since it is expected to be processed first. 

Consideration of the cited documents and making the same of record in the 
prosecution of the above-identified application is respectfiiUy requested. The U.S . Patent and 
Trademark Office is hereby authorized to charge any fee deficiency, or credit any 
overpayment, to our Deposit Account No. 19-0036. 



Respectfiilly submitted. 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Robert W. Esmond 
Attorney for Applicants 
Registration No. 32,893 




1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 
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Chu et al. 


INFORMATION DISCLOSURE STATEMENT 


FILING DATE 
November 12, 1999 


GROUP 
1635 



EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


NAME 


CLASS 


SUB -CLASS 


FILING DATE 




AA 
















AB 
















AC 
















AD 
















AE 








<< 








AF 
















AG 
















AH 
















AI 
















AJ 












% 




AK 















U.S. PATENT DOCDHENTS 



FOREIGN PATENT DOCUMENTS 



EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUB -CLASS 


TRANSLATION 




AL 












Yes 
No 




AM 












Yes 
No 




AN3 


AU 158, 967 


02/07/1952 


Australia 






Yes 
No 




A03 


GB 892,413 


03/28/1962 


Great Britain 






Yes 
No 




AP3 


EP 0 187 702 Bl 


07/16/1986 


Europe 






Yes 
No 



OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 



AR 



AS 



AT 



Albarella, J. P. et al . , "Monoadduct forming photochemical reagents for labeling 
nucleic acids for hybridization," ChBmica.! Abstracts 111:385-386, Abstract No. 
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OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 






AR 


7 


Aumailley, M., et al . , "Cell Attachment Properties of Collagen Type VI and Arg- 
Gly-Asp Dependent Binding to its Of2 (VI) and a3(VI) Chains," Exp. Cell Res. 
181:^63-^14: , Academic Press, Inc. (1989) 
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Barthel, F., et al., "Laboratory Methods: Gene Transfer Optimization with 
Lipospermine- Coated DNA, " DNA Cell Biol. 12:553-560, Mary Ann Liebert, Inc. 
(1993) 
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Behr, J-P., "Synthetic Gene-Transfer Vectors," Acc. Chem. Res. 26:214-218 , 
American Chemical Society (1993) 
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DATE CONSIDERED 
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